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DETAILED ACTION 



1 . In view of the amendment filed October 1 , 2008, claims 6-1 3, 1 9-33, 42 have 
been cancelled, and new claims 54, 55 have been added. Claims 1-5, 14-18, 34-41, 43- 
55 are pending. 

2. In view of the amendment filed October 1 , 2008, the rejection of Claims 1 -5, 1 4- 
18, 34, 35, 37, 43 are rejected under 35 U.S.C. 112, first paragraph, is withdrawn. 



Claim Rejections - 35 USC §112 

3. Claims 35, 36, 43 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. 

Claim 35 (line 2-3), claim 36 (line 2-3), claim 43 (line 2-3), the recited amount of 
smectite clay "3.4% by weight" are not supported by the original specification. 
Applicants' specification (page 19), the table clearly disclose the layered silicate to be in 
the range "about 5 to about 70%". 

The argument filed October 1 , 2008 has been considered, and the argument fails 
to address the issues of claims 35, 36, 43. 
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Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 



Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

6. Claims 1-5, 14-18, 34-37, 54 are rejected under 35 U.S.C. 102(b) as anticipated 
by or, in the alternative, under 35 U.S.C. 103(a) as obvious over Lukenbach et al. (WO 
01/01949) for the reasons adequately set forth from paragraph 7 of the office action of 



May 1, 2008. 



Application/Control Number: 10/626,009 Page 4 

Art Unit: 1796 

1. (Currently amended) A composition for thickening hydrophobic liquids 
comprising a smectite clay and an amphipathic copolymer comprising PEG-30 
dipolyhydroxystearate, said smectite clay selected from the group consisting of bentonite, 
montrnorillonite, saponite, hectorite, beidellite, stevensite, and mixtures thereof, and wherein 
the amphipathic copolymer, upon adsoiption onto the smectite clay surface to form a surface- 
modified smectite clay, is able to modify the clay-surface in a manner such that the surface- 
modified smectite clay is capable of thickening a hydrophobic liquid to a Brookfield viscosity 
of at- l e as t 50,000 cps to 1 .280.00 eps a t 0.5 rpm of spindle speed, when dispersed in the 
hydrophobic liquid at a dosage of about 4% by weight of the hydrophobic liquid. 



Lukenbach et al. (page 51 , claim 28) disclose a silicate material comprising a 
PEG-30 dipolyhydroxylstearate. Lukenbach et al. (page 13, line 18-20) disclose the 
composition comprises mica, alumina, silica, calcium silicate (a wollastonite clay), 
sodium magnesium fluorosilicate (a modified version of talc or bentonite clay), and 
mixture thereof. Lukenbach et al. (page 14, line 1-2) also disclose the incorporation of 
propylene glycol, hexylene glycol, butylenes glycol which can function as thickening aid. 
Lukenbach etal. (page 15, line 10-11) disclose the incorporation of lipophilic 
(hydrophobic) compounds which include liquid hydrocarbon such as hydrogenated 
polydecene/ cetyl alcohol, stearyl alcohol mixture. Lilembacj et al. (page 31, example 7) 
clearly teach a process that involves stirring to achieve a homogenous composition with 
a mixer. In view of the substantially identical composition and the incorporation of 
similar components such as calcium silicate (a wollastonite clay) and sodium 
magnesium fluorosilicate (a modified version of talc or bentonite clay) between the 
composition of Lukenbach etal. and the composition of claims 1-7, 14-18, 34-37, the 
examiner has a reasonable basis that the claimed "layered" feature and the 
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"amphiphathic" feature of claim 1 , the "smectic" feature of claim 7, the dielectric 
constant of claim 4, and the viscosity features of claims 35-36 are inherently possessed 
in Lukenbach et al. Since the PTO does not have proper means to conduct 
experiments, the burden of proof is now shifted to applicants to show otherwise. In re 
Best, 562 F.2d 1252, 195 USPQ 430 (CCPA 1977); In re Fitzgerald, 205 USPQ 594 
(CCPA 1980). 

Applicant's arguments filed October 1 , 2008 have been fully considered but they 
are not persuasive. Applicants argue that the claimed invention relates to hectorite, not 
wollastonite clay or a modified talc, but is a fluorine-modified hectorite. However, 
applicants must recognize that the claimed "hectorite" still generically include a modified 
hectorite, which is clearly disclosed in Lukenbach et al. 

Regarding the declaration filed October 1 , 2008, applicants argue that the exhibit 
A discloses hectorite that is not fluorine-modified (substituted) hectorite. However, after 
reviewing exhibit A, the exhibit A does not provide any evidence to support such 
argument. Applicants must recognize that exhibit A only discloses that Laponite B is a 
synthetic layer fluorosilicate, and it does not indicate that bentonite can not be sodium 
magnesium fluorosilicate. 

Regarding applicants' argument that Lukenbach et al. do not anticipate the 
claimed invention because Lukenbach et al. teach a composition comprising other 
ingredients that are not being claimed, applicants fail to recognize that the claimed 
invention does not exclude the ingredients disclosed in Lukenbach et al. as claimed. 
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Regarding applicants' argument that the claimed combination leads to an 
unexpected high viscosity, applicants must recognize that an argument with 
"unexpected result" should be accompanied with comparative data in order to show the 
criticality of the claimed invention. Further, the use of "unexpected results" is not 
sufficient for overcoming an anticipation invention. 

Regarding applicants' argument that the claimed invention is not considered 
obvious in view of the "unexpected results" disclosed in the Declaration filed February 4, 
2008 and October 1 , 2008. Regarding exhibit B, exhibit B does not support the 
argument filed. 

7. Claims 38-53, 55 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Vatter et al. (US 2002/0028223) as 
evident by Alzo product literature (http://www.alzointernational.com/emoliients.htm) for 
the reasons adequately set forth from paragraph 8 of the office action of May 1 , 2008. 

38. (Previously presented) A composition for thickening hydrophobic liquids 
comprising a layered silicate material, surfaces of said layered silicate material modified by 
an amphipathic copolymer comprising BIS-PEG-15 Dimethicone/IPDI Copolymer. 

Vatter et al. (abstract) disclose an anhydrous skin treatment composition. 
According to Vatter et al., the anhydrous skin treatment composition comprises the Bis- 
PEG-15 Dimethicone/IPDI copolymer as claimed (page 9, 0132), also known by the 
tradename of Polyderm PPI-SI-WS, supplied by Alzo. Vatter et al. (page 7, 0103) 
disclose the use of pigments/powder fillers that include smectite clays such as 
organically modified montmorillonite. Vatter et al. disclose that the composition 
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comprises (hydrophobic liquid) vegetable oil (page 10, 0158), and polyhydric alcohol 
esters (page 1 0, 01 64). For thickening (or solidifying), Vatter et al. (page 1 1 , 01 70) 
disclose the use of waxy materials. Vatter et al. (page 20, claim 4) disclose that the 
composition comprises propylene glycol, and hexylene glycol. Vatter et al. (page 7, 
0102; page 14, example 1) clearly disclose a method involving high shear mixing 
(Silverson L4RT Mixer at 9000 rpms) for preparing a composition comprising functional 
particulate materials such as TiC>2 and talc. Vatter et al. (page 20, claim 1-4) clearly 
disclose the weight percent that fully encompasses weight percent of the components 
as claimed. In view of the substantially identical composition disclosed in Vatter et al. 
and as claimed and that the disclosed smectite clay is mixed with Polyderm PPI-SI-WS, 
the examiner has a reasonable basis that the claimed "layered silicate material modified 
with an amphipathic copolymer comprising Bis-PEG-15 Dimethicone/IPDI copolymer"of 
claim 38, the Brookfield viscosity of claim 43, and the dielectric constant of less than 
about 10 of claim 44 are inherently possessed in Vatter et al., Since the PTO does not 
have proper means to conduct experiments, the burden of proof is now shifted to 
applicants to show otherwise. In re Best, 562 F.2d 1252, 195 USPQ 430 (CCPA 1977); 
In re Fitzgerald, 205 USPQ 594 (CCPA 1980). 

ALZO International Ure thane Emollients and Conditioners 
http://www.alzointemationalxoni / emollientsJitm 
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PRODUCT 


IIMCI NAME 


D «-\ 1 n /s4 ai~ m DDT Q~7 

rOiyOerm rri-oL 


Benzyl Alcohol-Ethylene Glycol/IPDI Copolymer 


DAlw^oi-i-n DDT f~ A t C 

rOlyuerm rrJ.-L.A-lD 


ui-pto-iD L.ocdtTiine/iPL/1 copoiymei 


polyderm ppi-cu 


Castor Oii/IPDI Copolymer 


Polyderm PPi-Cu-H 


Hydrogenated Castor Oil/IPDI Copolymer 


Polyderm PPi-cu-4u 


PfcC-4(J riydrogenated castor (Jil/iPUi copolymer 


Polyderm PPi-cu-zuo 


Phb-zuu Hyaiogenated castor oil/lPui copoiymei 


polyderm FPi-UdUib 


Diglycerol Diisostearate/IPDI Copolymer 


polyderm PPi-cii 


Glycereth-7 Hydroxystearate/IPDI Copolymer 


Polyderm PPi-Pfc 


Diethyfene Glycol Adipate/IPDI Copolymer 


Polyderm PPi-SA 


Di-2 PEG Soyamine/IPDI Copolymer 


Polyderm PPI-SI 


Dimethiconol/IPDI Copolymer 


poiyaerm ppi-m-ou 


uimetniconoi/ipui copoiymei duvo 


Polyderm PPI-bl/bA 


Dimethiconol-PEG-2 Soyamine/IPDI Copolymer 


Poiyoerrn PPi-bi-wi 


Dimethicone Copolyol/IPDI Copolymer water insoluble 


Polyderm PPi-si-ws 


Dimethicone Copolyol/IPDI Copolymer water soluble 


Monoaerm mFi-bz 


benzyl Aiconoi uimer/irui 


rfonouerm t v iFi-i\)-i-iuu 


ptc-iuu t^ieinyi Aiconoi uimer/iPUi 


Monoderm MPI-12-3 


Laureth-3 Alcohol Dimer/IPDI 


rtonouerrn i v iri-i-i'+ 


isomynstyi rticonoi sJimei/Jrui 


Monoderm MPI-1-16 


Isocetyl Alcohol Dimer/IPDI 


Monoderm MPI-1-18 


Isostearyl Alcohol Dimer/IPDI 


Monoderm MPI-N-18-100 


PEG- 100 Stearyi Ether/Dimer/IPDI 


Monoderm MPI-1-20 


Octyldodecyl Alcohol Dimer/IPDI 


Monoderm MPI-1-24 


2-Decyltetradecyl Alcohol Dimer/IPDI 


Monoderm MPI-RC 


Ricinoleamidopropyl Amine Dimer/IPDI 



Applicant's arguments filed October 1 , 2008 have been fully considered but they 



are not persuasive. Applicants argue that the claimed invention relates to hectorite, not 
wollastonite clay or a modified talc, but is a fluorine-modified hectorite. However, 
applicants must recognize that the claimed "hectorite" still generically include a modified 
hectorite, which is clearly disclosed in Lukenbach et al. 

Regarding the declaration filed October 1 , 2008, applicants argue that the exhibit 
A discloses hectorite that is not fluorine-modified (substituted) hectorite. However, after 
reviewing exhibit A, the exhibit A does not provide any evidence to support such 
argument. Applicants must recognize that exhibit A only discloses that Laponite B is a 
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synthetic layer fluorosilicate, and it does not indicate that bentonite can not be sodium 
magnesium fluorosilicate. 

Regarding applicants' argument that Lukenbach et al. do not anticipate the 
claimed invention because Lukenbach et al. teach a composition comprising other 
ingredients that are not being claimed, applicants fail to recognize that the claimed 
invention does not exclude the ingredients disclosed in Lukenbach et al. as claimed. 

Regarding applicants' argument that the claimed combination leads to an 
unexpected high viscosity, applicants must recognize that an argument with 
"unexpected result" should be accompanied with comparative data in order to show the 
criticality of the claimed invention. Further, the use of "unexpected results" is not 
sufficient for overcoming an anticipation invention. 

Regarding applicants' argument that the claimed invention is not considered 
obvious in view of the "unexpected results" disclosed in the Declaration filed February 4, 
2008 and October 1 , 2008. However, the examiner disagrees because the argued 
"unexpected results" as presented in exhibit D does not contain comparative data that 
include examples that are done according to the closest prior art of Lukenbach et al. 
Applicants must recognize that examples 13 and 14 of exhibit D do not contain any 
thickeners that are clearly taught in Lukenbach et al. (page 14, line 1-2). Applicants 
must recognize that claim 1 as written does not exclude the use of a thickener in view of 
the recitation "comprising". 
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Applicants also argue that Lukenbach et al. teach the use of wollastonite clay 
that is a modified version of talc or bentonite. Further, applicants argue that the 
disclosed sodium magnesium fluorosilcate is an altered version of hectorite. However, 
applicants must recognize that the altered version of hectorite still meet the "hectorite" 
feature which is recited in applicants' claim 1 . Although applicants argue that the 
claimed "hectorite" feature is not "a modified hectorite containing fluorine", the argued 
"modified hectorite containing fluorine" is still belong to the claimed "hectorite" genus. 
Therefore, the examiner has a reasonable basis to believe that exhibit B fails to 
overcome the rejection set forth. 

Conclusion 

8. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to William K. Cheung whose telephone number is (571) 
272-1097. The examiner can normally be reached on Monday-Friday 9:00AM to 
2:00PM; 4:00PM to 8:00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David WU can be reached on (571) 272-1 114. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

/William K Cheung/ 

Primary Examiner, Art Unit 1796 

William K. Cheung, Ph. D. 
Primary Examiner 
December 30, 2008 
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